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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 

JAHN & ASSOCIATES, LLC 
 
  Petitioner, 
 
 
 v. 
 
 
MELVIN N.A. AVANZADO,   
 
  Registrant/Respondent. 
 

CANCELLATION NO.:   92060029 

 

 
 
MARK:   BIG FIRM EXPERIENCE, 

SMALL FIRM SERVICE  
(Registration Number: 4015965) 

 
 Filing Date: February 1, 2011 
 

[Avanzado’s Summary Judgment Motion, 

Statement of Undisputed Facts, Request for 

Judicial Notice, and Declaration of Kelly D. 

Talcott filed concurrently herewith] 
 
 
 
 
 
EXHIBIT 8-10 TO THE DECLARATION OF MELVIN N.A. AVANZADO IN SUPPORT 

OF AVANZADO’S MOTION FOR SUMMARY JUDGMENT 
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2008)

Trademark/Service Mark Application, Principal Register

Serial Number: 77613824

Filing Date: 11/13/2008

The table below presents the data as entered.

Input Field Entered

SERIAL

NUMBER
77613824

MARK INFORMATION

*MARK SMALL FIRM, BIG EXPERIENCE

STANDARD

CHARACTERS
YES

USPTO-

GENERATED

IMAGE

YES

LITERAL

ELEMENT
SMALL FIRM, BIG EXPERIENCE

MARK

STATEMENT

The mark consists of standard characters, without claim to any particular

font, style, size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF

MARK
Jahn & Associates, LLC

*STREET 1942 Broadway Suite 314

*CITY Boulder

*STATE

(Required for U.S.

applicants)

Colorado

*COUNTRY United States

*ZIP/POSTAL

CODE

(Required for U.S.

applicants only)

80302

LEGAL ENTITY INFORMATION

TYPE corporation

1 JA1

../APP0002.JPG


STATE/COUNTRY

OF

INCORPORATION

Nevada

GOODS AND/OR SERVICES AND BASIS INFORMATION

*

INTERNATIONAL

CLASS

 

*

IDENTIFICATION
Legal services.

FILING BASIS SECTION 1(a)

       FIRST USE

ANYWHERE

DATE

At least as early as 10/31/2001

       FIRST USE IN

COMMERCE

DATE

At least as early as 10/31/2001

       SPECIMEN FILE NAME(S)

       ORIGINAL

PDF FILE
spec-7123794224-150407333_._Flyer.pdf

       CONVERTED

PDF FILE(S)

       (2 pages)

\\TICRS\EXPORT4\IMAGEOUT4\776\138\77613824\xml1\APP0003.JPG

        \\TICRS\EXPORT4\IMAGEOUT4\776\138\77613824\xml1\APP0004.JPG

       SPECIMEN

DESCRIPTION
Use of mark in connection with services

ATTORNEY INFORMATION

NAME Kirstin M. Jahn

FIRM NAME Jahn & Associates, LLC

STREET 1942 Broadway

INTERNAL

ADDRESS
Suite 314

CITY Boulder

STATE Colorado

COUNTRY United States

ZIP/POSTAL

CODE
80302

PHONE 303-545-5128

EMAIL ADDRESS Kirstin@kmjlaw.com

AUTHORIZED TO
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COMMUNICATE

VIA EMAIL

Yes

CORRESPONDENCE INFORMATION

NAME Kirstin M. Jahn

FIRM NAME Jahn & Associates, LLC

STREET 1942 Broadway

INTERNAL

ADDRESS
Suite 314

CITY Boulder

STATE Colorado

COUNTRY United States

ZIP/POSTAL

CODE
80302

PHONE 303-545-5128

EMAIL ADDRESS Kirstin@kmjlaw.com

AUTHORIZED TO

COMMUNICATE

VIA EMAIL

Yes

FEE INFORMATION

NUMBER OF

CLASSES
1

FEE PER CLASS 325

*TOTAL FEE DUE 325

*TOTAL FEE

PAID
325

SIGNATURE INFORMATION

SIGNATURE /kmj/

SIGNATORY'S

NAME
Kirstin M. Jahn

SIGNATORY'S

POSITION
Owner

DATE SIGNED 11/13/2008
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2008)

Trademark/Service Mark Application, Principal Register

Serial Number: 77613824

Filing Date: 11/13/2008

To the Commissioner for Trademarks:

MARK: SMALL FIRM, BIG EXPERIENCE (Standard Characters, see mark)

The literal element of the mark consists of SMALL FIRM, BIG EXPERIENCE.

The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Jahn & Associates, LLC, a corporation of Nevada, having an address of

      1942 Broadway Suite 314

      Boulder, Colorado 80302

      United States

requests registration of the trademark/service mark identified above in the United States Patent and

Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051

et seq.), as amended.

       International Class _______: Legal services.

Use in Commerce: The applicant is using the mark in commerce, or the applicant's related company or

licensee is using the mark in commerce, or the applicant's predecessor in interest used the mark in

commerce, on or in connection with the identified goods and/or services. 15 U.S.C. Section 1051(a), as

amended.

In International Class _______, the mark was first used at least as early as 10/31/2001, and first used in

commerce at least as early as 10/31/2001, and is now in use in such commerce. The applicant is

submitting one specimen(s) showing the mark as used in commerce on or in connection with any item in

the class of listed goods and/or services, consisting of a(n) Use of mark in connection with services.

Original PDF file:

spec-7123794224-150407333_._Flyer.pdf

Converted PDF file(s) (2 pages)

Specimen File1

Specimen File2

The applicant hereby appoints Kirstin M. Jahn of Jahn & Associates, LLC

      Suite 314

      1942 Broadway

      Boulder, Colorado 80302

      United States

to submit this application on behalf of the applicant.

Correspondence Information: Kirstin M. Jahn

4 JA4

../APP0002.JPG
../spec-7123794224-150407333_._Flyer.pdf
../APP0003.JPG
../APP0004.JPG


Suite 314

1942 Broadway

Boulder, Colorado 80302

303-545-5128(phone)

Kirstin@kmjlaw.com (authorized)

A fee payment in the amount of $325 has been submitted with the application, representing payment for 1

class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by

fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and

the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is

properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to

be the owner of the trademark/service mark sought to be registered, or, if the application is being filed

under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;

to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right

to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to

be likely, when used on or in connection with the goods/services of such other person, to cause confusion,

or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and

that all statements made on information and belief are believed to be true.

Signature: /kmj/   Date Signed: 11/13/2008

Signatory's Name: Kirstin M. Jahn

Signatory's Position: Owner

RAM Sale Number: 340

RAM Accounting Date: 11/14/2008

Serial Number: 77613824

Internet Transmission Date: Thu Nov 13 15:14:02 EST 2008

TEAS Stamp: USPTO/BAS-71.237.94.224-2008111315140280

0785-77613824-400bef623e2ad5d219d82aa4f8

c57e36e67-CC-340-20081113150407333427
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To: Jahn & Associates, LLC (Kirstin@kmjlaw.com)

Subject: TRADEMARK APPLICATION NO. 77613824 - SMALL FIRM, BIG

EXPE - N/A

Sent: 2/13/2009 3:38:07 PM

Sent As: ECOM114@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE

 
    SERIAL NO:           77/613824

 

    MARK: SMALL FIRM, BIG EXPE

 

 

        

*77613824*
    CORRESPONDENT ADDRESS:

          KIRSTIN M. JAHN      

          JAHN & ASSOCIATES, LLC   

          1942 BROADWAY

          SUITE 314        

          BOULDER, CO 80302   

 

RESPOND TO THIS ACTION:

http://www.uspto.gov/teas/eTEASpageD.htm

 

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/main/trademarks.htm
 

 
    APPLICANT:           Jahn & Associates, LLC         

 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET

NO:  

          N/A        

    CORRESPONDENT E-MAIL ADDRESS: 

           Kirstin@kmjlaw.com

 

 

 

OFFICE ACTION
 

TO AVOID ABANDONMENT, THE OFFICE MUST RECEIVE A PROPER RESPONSE TO THIS

OFFICE ACTION WITHIN 6 MONTHS OF THE ISSUE/MAILING DATE.

 

ISSUE/MAILING DATE: 2/13/2009

 

 

 

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant

must respond timely and completely to the issue(s) below.  15 U.S.C. §1062(b); 37 C.F.R. §§2.62, 2.65(a);

TMEP §§711, 718.03.

 

No Conflicting Marks
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The Office records have been searched and there are no similar registered or pending marks that would bar

registration under Trademark Act Section 2(d), 15 U.S.C. §1052(d). TMEP §704.02.

 

Entity of Applicant

 

The designation “LLC” is included in applicant’s name, but the entity type is set forth as a

“corporation.”   Generally, “LLC” identifies a “limited liability company,” and not a corporation.  

Therefore, applicant must specify whether it is a limited liability company or a corporation and amend the

application accordingly.  TMEP §803.03(h). 

 

If applicant is a limited liability company, the U.S. state under whose laws it is organized must be stated. 

Id.   

 

If, in response to the above request, applicant provides information indicating that it is not the owner of

the mark, registration will be refused under Trademark Act Section 1 because the application was void as

filed.  An application must be filed by the owner of the mark.  15 U.S.C. §1051; 37 C.F.R. §2.71(d);

TMEP §§803.01, 803.06.

 

Response

There is no required format or form for responding to this Office action.  The Office recommends

applicants use the Trademark Electronic Application System (TEAS) to respond to Office actions online at

http://www.uspto.gov/teas/index.html.  However, if applicant responds on paper via regular mail, the

response should include the following information:  (1) the name and law office number of the examining

attorney; (2) the serial number of this application; (3) the mailing date of this Office action; and (4)

applicant's telephone number.

The response should address each refusal and/or requirement raised in the Office action.  If a refusal has

issued, applicant may wish to argue against the refusal, i.e., submit arguments and/or evidence as to why

the refusal should be withdrawn and why the mark should register.  To respond to requirements, applicant

should simply set forth in writing the required changes or statements and request that the Office enter

them into the application record.   

Applicant is encouraged to telephone the assigned trademark examining attorney to resolve the issues

raised in this Office action.

 

 

 

 

 

 

/Brian Neville/

Trademark Examining Attorney

Law Office 114

(571) 272 – 9203

 

 

 

RESPOND TO THIS ACTION: Applicant should file a response to this Office action online using the

form at http://www.uspto.gov/teas/eTEASpageD.htm, waiting 48-72 hours if applicant received

notification of the Office action via e-mail.  For technical assistance with the form, please e-mail
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TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned examining

attorney.  Do not respond to this Office action by e-mail; the USPTO does not accept e-mailed

responses.
 

If responding by paper mail, please include the following information: the application serial number, the

mark, the filing date and the name, title/position, telephone number and e-mail address of the person

signing the response.  Please use the following address: Commissioner for Trademarks, P.O. Box 1451,

Alexandria, VA 22313-1451.

 

STATUS CHECK: Check the status of the application at least once every six months from the initial

filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system

at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the

complete TARR screen.  If the status of your application has not changed for more than six months, please

contact the assigned examining attorney.
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To: Jahn & Associates, LLC (Kirstin@kmjlaw.com)

Subject: TRADEMARK APPLICATION NO. 77613824 - SMALL FIRM, BIG

EXPE - N/A

Sent: 2/13/2009 3:38:10 PM

Sent As: ECOM114@USPTO.GOV

Attachments:

                                                                

IMPORTANT NOTICE
USPTO OFFICE ACTION HAS ISSUED ON 2/13/2009 FOR

APPLICATION SERIAL NO. 77613824
 

Please follow the instructions below to continue the prosecution of your application:

  

VIEW OFFICE ACTION: Click on this link

http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77613824&doc_type=OOA&mail_date=20090213

(or copy and paste this URL into the address field of your browser), or visit

http://tmportal.uspto.gov/external/portal/tow and enter the application serial number to access the

Office action.

 

PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24

hours of this notification.

 

RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if a

response is required; (2) how to respond; and (3) the applicable response time period. Your response

deadline will be calculated from 2/13/2009.

 

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the

USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you respond

online using the Trademark Electronic Application System response form at

http://www.uspto.gov/teas/eTEASpageD.htm.

 

HELP: For technical assistance in accessing the Office action, please e-mail

TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office

action. 

 

        WARNING
1. The USPTO will NOT send a separate e-mail with the Office action attached.

 

2. Failure to file any required response by the applicable deadline will result in the

ABANDONMENT of your application.
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To: Jahn & Associates, LLC (Kirstin@kmjlaw.com)

Subject: TRADEMARK APPLICATION NO. 77613824 - SMALL FIRM, BIG

EXPE - N/A

Sent: 2/13/2009 3:51:46 PM

Sent As: ECOM114@USPTO.GOV

Attachments:

UNITED STATES PATENT AND TRADEMARK OFFICE

 
    SERIAL NO:           77/613824

 

    MARK: SMALL FIRM, BIG EXPE

 

 

        

*77613824*
    CORRESPONDENT ADDRESS:

  KIRSTIN M. JAHN

  JAHN & ASSOCIATES, LLC

  1942 BROADWAY

  SUITE 314

  BOULDER, CO 80302

 

 

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/main/trademarks.htm
 

 
    APPLICANT:           Jahn & Associates, LLC         

 

 

 

    CORRESPONDENT’S REFERENCE/DOCKET

NO:   N/A

 

    CORRESPONDENT E-MAIL ADDRESS: 

 Kirstin@kmjlaw.com

 

 

 

EXAMINER’S AMENDMENT
 

 

ISSUE/MAILING DATE: 2/13/2009

 

 

OFFICE SEARCH:  The examining attorney has searched the Office’s database of registered and

pending marks and has found no conflicting marks that would bar registration under Trademark Act

Section 2(d).  15 U.S.C. §1052(d); TMEP §704.02.   

 

AMENDMENT:  In accordance with the authorization granted by KIRSTIN M. JAHN on February 13,

2009, the application has been AMENDED as indicated below.  Please advise the undersigned examining

attorney immediately if there is an objection to the amendment.  Otherwise, no response is necessary. 

TMEP §707.

 

If the identification of goods and/or services has been amended, please note that any future amendments

must be in accordance with 37 C.F.R. §2.71(a) and TMEP §1402.07(e).

14 JA14

mailto:Kirstin@kmjlaw.com
http://www.uspto.gov/main/trademarks.htm


 

Entity of Applicant

The applicant is a Nevada limited liability company.

 

 

/Brian Neville/

Trademark Examining Attorney

Law Office 114

(571) 272 – 9203

 

 

STATUS CHECK: Check the status of the application at least once every six months from the initial

filing date using the USPTO Trademark Applications and Registrations Retrieval (TARR) online system

at http://tarr.uspto.gov.  When conducting an online status check, print and maintain a copy of the

complete TARR screen.  If the status of your application has not changed for more than six months, please

contact the assigned examining attorney.
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To: Jahn & Associates, LLC (Kirstin@kmjlaw.com)

Subject: TRADEMARK APPLICATION NO. 77613824 - SMALL FIRM, BIG

EXPE - N/A

Sent: 2/13/2009 3:51:49 PM

Sent As: ECOM114@USPTO.GOV

Attachments:

                                                                

IMPORTANT NOTICE
USPTO OFFICE ACTION HAS ISSUED ON 2/13/2009 FOR

APPLICATION SERIAL NO. 77613824
 

Please follow the instructions below to continue the prosecution of your application:

  

VIEW OFFICE ACTION: Click on this link

http://tmportal.uspto.gov/external/portal/tow?DDA=Y&serial_number=77613824&doc_type=EXA&mail_date=20090213

(or copy and paste this URL into the address field of your browser), or visit

http://tmportal.uspto.gov/external/portal/tow and enter the application serial number to access the

Office action.

 

PLEASE NOTE: The Office action may not be immediately available but will be viewable within 24

hours of this notification.

 

RESPONSE MAY BE REQUIRED: You should carefully review the Office action to determine (1) if a

response is required; (2) how to respond; and (3) the applicable response time period. Your response

deadline will be calculated from 2/13/2009.

 

Do NOT hit “Reply” to this e-mail notification, or otherwise attempt to e-mail your response, as the

USPTO does NOT accept e-mailed responses.  Instead, the USPTO recommends that you respond

online using the Trademark Electronic Application System response form at

http://www.uspto.gov/teas/eTEASpageD.htm.

 

HELP: For technical assistance in accessing the Office action, please e-mail

TDR@uspto.gov.  Please contact the assigned examining attorney with questions about the Office

action. 

 

        WARNING
1. The USPTO will NOT send a separate e-mail with the Office action attached.

 

2. Failure to file any required response by the applicable deadline will result in the

ABANDONMENT of your application.
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2011)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85231879

Filing Date: 02/01/2011

NOTE: Data fields with the * are mandatory under TEAS Plus. The wording "(if applicable)" appears

where the field is only mandatory under the facts of the particular application.

The table below presents the data as entered.

Input Field Entered

TEAS Plus YES

MARK INFORMATION

*MARK
BIG FIRM EXPERIENCE...SMALL FIRM

SERVICE

*STANDARD CHARACTERS YES

USPTO-GENERATED IMAGE YES

LITERAL ELEMENT
BIG FIRM EXPERIENCE...SMALL FIRM

SERVICE

*MARK STATEMENT

The mark consists of standard characters,

without claim to any particular font, style,

size, or color.

REGISTER Principal

APPLICANT INFORMATION

*OWNER OF MARK Melvin N.A. Avanzado

DBA/AKA/TA/FORMERLY DBA The Avanzado Law Firm

*STREET 1880 Century Park East; Suite 1404

*CITY Los Angeles

*STATE

(Required for U.S. applicants)
California

*COUNTRY United States

*ZIP/POSTAL CODE
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(Required for U.S. applicants only)
90067

PHONE 310.552.9300

FAX 310.388.5330

EMAIL ADDRESS mel@avanzadolaw.com

WEBSITE ADDRESS www.avanzadolaw.com

LEGAL ENTITY INFORMATION

*TYPE SOLE PROPRIETORSHIP

* STATE/COUNTRY WHERE LEGALLY

ORGANIZED
California

NAME OF INDIVIDUAL & CITIZENSHIP Melvin N.A. Avanzado - U.S. Citizen

GOODS AND/OR SERVICES AND BASIS INFORMATION

*INTERNATIONAL CLASS 045 

IDENTIFICATION Litigation services

*FILING BASIS SECTION 1(a)

       FIRST USE ANYWHERE DATE At least as early as 03/01/2008

       FIRST USE IN COMMERCE DATE At least as early as 03/01/2008

       SPECIMEN

       FILE NAME(S)

\\TICRS\EXPORT11\IMAGEOUT

11\852\318\85231879\xml1\ FTK0003.JPG

       SPECIMEN DESCRIPTION

Screen Capture from website where mark is

featured in yellow type at the bottom of large

picture

ADDITIONAL STATEMENTS INFORMATION

*TRANSLATION 

(if applicable)
 

*TRANSLITERATION 

(if applicable)
 

*CLAIMED PRIOR REGISTRATION

(if applicable)
 

*CONSENT (NAME/LIKENESS) 

(if applicable)
 

*CONCURRENT USE CLAIM 

(if applicable)
 

ATTORNEY INFORMATION

NAME Glenn Truitt

FIRM NAME MyContractsGuy.com
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STREET PO Box 515381 #55395

CITY Los Angeles

STATE California

COUNTRY United States

ZIP/POSTAL CODE 90051-6681

PHONE 310-403-0417

FAX 323-576-4555

EMAIL ADDRESS glenn@mycontractsguy.com

AUTHORIZED TO COMMUNICATE VIA EMAIL Yes

CORRESPONDENCE INFORMATION

*NAME Glenn Truitt

FIRM NAME MyContractsGuy.com

*STREET PO Box 515381 #55395

*CITY Los Angeles

*STATE 

(Required for U.S. applicants)
California

*COUNTRY United States

*ZIP/POSTAL CODE 90051-6681

PHONE 310-403-0417

FAX 323-576-4555

*EMAIL ADDRESS glenn@mycontractsguy.com

*AUTHORIZED TO COMMUNICATE VIA

EMAIL
Yes

FEE INFORMATION

NUMBER OF CLASSES 1

FEE PER CLASS 275

*TOTAL FEE PAID 275

SIGNATURE INFORMATION

* SIGNATURE /Glenn H Truitt/

* SIGNATORY'S NAME Glenn H Truitt

* SIGNATORY'S POSITION Attorney of record, California bar member

* DATE SIGNED 02/01/2011
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PTO Form 1478 (Rev 9/2006)

OMB No. 0651-0009 (Exp 12/31/2011)

Trademark/Service Mark Application, Principal Register

TEAS Plus Application

Serial Number: 85231879

Filing Date: 02/01/2011

To the Commissioner for Trademarks:

MARK: BIG FIRM EXPERIENCE...SMALL FIRM SERVICE (Standard Characters, see mark)

The literal element of the mark consists of BIG FIRM EXPERIENCE...SMALL FIRM SERVICE.

The mark consists of standard characters, without claim to any particular font, style, size, or color.

The applicant, Melvin N.A. Avanzado, DBA The Avanzado Law Firm, a sole proprietorship legally

organized under the laws of California, comprising of Melvin N.A. Avanzado - U.S. Citizen, having an

address of

      1880 Century Park East; Suite 1404

      Los Angeles, California 90067

      United States

requests registration of the trademark/service mark identified above in the United States Patent and

Trademark Office on the Principal Register established by the Act of July 5, 1946 (15 U.S.C. Section 1051

et seq.), as amended, for the following:

For specific filing basis information for each item, you must view the display within the Input Table.

       International Class 045:  Litigation services

In International Class 045, the mark was first used at least as early as 03/01/2008, and first used in

commerce at least as early as 03/01/2008, and is now in use in such commerce. The applicant is

submitting one specimen(s) showing the mark as used in commerce on or in connection with any item in

the class of listed goods and/or services, consisting of a(n) Screen Capture from website where mark is

featured in yellow type at the bottom of large picture.

Specimen File1

For informational purposes only, applicant's website address is: www.avanzadolaw.com

The applicant's current Attorney Information:

Glenn Truitt of MyContractsGuy.com

      PO Box 515381 #55395

      Los Angeles, California 90051-6681

      United States
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The applicant's current Correspondence Information:

      Glenn Truitt

      MyContractsGuy.com

      PO Box 515381 #55395

      Los Angeles, California 90051-6681

      310-403-0417(phone)

      323-576-4555(fax)

      glenn@mycontractsguy.com (authorized)

A fee payment in the amount of $275 has been submitted with the application, representing payment for 1

class(es).

Declaration

The undersigned, being hereby warned that willful false statements and the like so made are punishable by

fine or imprisonment, or both, under 18 U.S.C. Section 1001, and that such willful false statements, and

the like, may jeopardize the validity of the application or any resulting registration, declares that he/she is

properly authorized to execute this application on behalf of the applicant; he/she believes the applicant to

be the owner of the trademark/service mark sought to be registered, or, if the application is being filed

under 15 U.S.C. Section 1051(b), he/she believes applicant to be entitled to use such mark in commerce;

to the best of his/her knowledge and belief no other person, firm, corporation, or association has the right

to use the mark in commerce, either in the identical form thereof or in such near resemblance thereto as to

be likely, when used on or in connection with the goods/services of such other person, to cause confusion,

or to cause mistake, or to deceive; and that all statements made of his/her own knowledge are true; and

that all statements made on information and belief are believed to be true.

Signature: /Glenn H Truitt/   Date Signed: 02/01/2011

Signatory's Name: Glenn H Truitt

Signatory's Position: Attorney of record, California bar member

RAM Sale Number: 8007

RAM Accounting Date: 02/02/2011

Serial Number: 85231879

Internet Transmission Date: Tue Feb 01 22:33:20 EST 2011

TEAS Stamp: USPTO/FTK-72.193.183.129-201102012233206

72428-85231879-480aaa0bfbc9c5a6d619a8fac

0321bf8-CC-8007-20110201214433243292
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Record List Display

United States Patent  and Tradem ark Office

Hom e | Site I ndex | Search| FAQ| Glossary| Guides| Contacts| eBusiness| eBiz a lerts| New s| Help

  Trademarks > Trademark Electronic Search System (TESS) 

   

TESS was last updated on Wed Mar 4 03:20:54 EST 2015 

 

         

  

 Please logout when you are done to release system resources allocated for you.

 List  At: OR  to record:
2 Records(s) found 

(This page: 1  ~ 2)  

Refine Search
  

 

Current  
Search: 

S1:
(Small Firm Big Experience)
[COMB] 

docs: 2 occ: 

23 
  

Serial Number Reg. Number Word Mark Check Status Live/Dead

1 85231879 4015965
BIG FIRM EXPERIENCE...SMALL 

FIRM SERVICE
TSDR LIVE

2 77613824 3642830 SMALL FIRM, BIG EXPERIENCE TSDR LIVE

         

  

| .HOME |  SITE INDEX|  SEARCH |  eBUSINESS |  HELP |  PRIVACY POLICY  

http://tmsearch.uspto.gov/bin/showfield?f=toc&state...=search&a_search=Submit+Query&a_search=Submit+Query [3/4/2015 2:24:46 PM]

30 JA30

Logout

Start Jump

 (Small Firm Big Experience)[COMB]

Submit

http://www.uspto.gov/index.html
http://www.uspto.gov/index.html
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/main/sitesearch.htm
http://www.uspto.gov/main/faq/index.html
http://www.uspto.gov/main/glossary/index.html
http://www.uspto.gov/main/definitions.htm
http://www.uspto.gov/main/contacts.htm
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/helpdesk/status/status.htm
http://www.uspto.gov/main/newsandnotices.htm
http://www.uspto.gov/web/menu/feedback.html
http://www.uspto.gov/main/trademarks.htm
http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=brws_img&state=4801:445way.2.1&p_L=100&p_toc=brws_img
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:445way.2.1
http://tsdr.uspto.gov/#caseNumber=85231879&caseType=SERIAL_NO&searchType=statusSearch
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:445way.2.2
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:445way.2.2
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:445way.2.2
http://tsdr.uspto.gov/#caseNumber=77613824&caseType=SERIAL_NO&searchType=statusSearch
http://tmsearch.uspto.gov/bin/showfield?f=doc&state=4801:445way.2.2
http://tmsearch.uspto.gov/bin/gate.exe?f=tess&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchss&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchstr&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=search&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=brwsidx&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=searchst&state=4801:445way.2.1
http://tmsearch.uspto.gov/bin/gate.exe?f=brws_img&state=4801:445way.2.1&p_L=100&p_toc=brws_img
http://tmsearch.uspto.gov/bin/gate.exe?f=help&state=4801:445way.2.1
http://www.uspto.gov/
http://www.uspto.gov/web/navaids/siteindx.htm
http://www.uspto.gov/web/menu/search.html
http://www.uspto.gov/ebc/indexebc.html
http://www.uspto.gov/web/menu/feedback.html
http://www.uspto.gov/privact.jsp
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EXHIBIT 9 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of the Cancellation for Registration of:  BIG FIRM EXPERIENCE, SMALL
FIRM SERVICE; Registration Number: 4015965; Filing Date: February 1, 2011.

)
Jahn & Associates, LLC )

Petitioner )CANCELLATION NO 92060029

)

v. ) PETITIONER’S RESPONSE

Melvin N.A. Avanzado ) TO RESPONDENT’S SECOND

Respondent. ) SET OF INTERROGATORIES

________________________________________ )

Pursuant to Rule 33 of the Federal Rules of Civil Procedure, Petitioner, hereby

responds to Respondent’s First Set of Interrogatories as follows:

GENERAL OBJECTIONS

Petitioner makes the following General Objections in response to each

Interrogatory Request. 

1. Petitioner objects to each Request to the extent it seeks or calls for

information protected by the attorney-client privilege and or protected by the work-

product doctrine, or subject to any other applicable privilege.

2.  Petitioner objects to each Request to the extent it seeks information that is

neither relevant nor reasonably calculated to lead to the discovery of admissible

evidence.

3. Petitioner objects to each Request to the extent it purports to call for

information not in their possession, custody or control.

4.  Petitioner objects to the definition of “you” and “your” as being overbroad,
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unduly burdensome, vague and ambiguous.

5.  Petitioner objects to each Request to the extent it seeks to impose

requirements and/or obligations inconsistent with and in addition to, the Federal Rules

of Civil Procedure, the Federal Rules of Evidence and/or Rules of this tribunal, and that

are unduly burdensome and oppressive.

7. Discovery is continuing in this action.  Petitioner reserves the right to

supplement and amend its responses to these Requests based on, but not limited to,

information subsequently discovered, inadvertently omitted, or mistakenly stated in

these response.

RESPONSES TO INTERROGATORIES

INTERROGATORY NO. 13: STATE all YOUR damages which YOU claim were caused

by AVANZADO’s MARK

RESPONSE: Petitioner’s mark has been diluted and weakened.

INTERROGATORY NO. 14: STATE all YOUR irreparable losses which YOU claim were

caused by AVANZADO’s Mark.

RESPONSE: Dilution, weakened mark.

INTERROGATORY NO. 15.  STATE the circumstance under which YOU were admitted

to practice law in California for SalesBrain v. Teligent case CV 13-00265 venued in the

USDC, N. D. of California. RESPONSE: Petitioner was admitted Pro Hac Vice.

INTERROGATORY NO. 16: STATE the circumstance under which YOU were admitted

to practice law in California for Atlantis Scientific v. Keyhole case venued in the USDC,

N. D. of California.
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RESPONSE: Petitioner was admitted Pro Hac Vice.

INTERROGATORY NO. 17: STATE the circumstance under which YOU were

admistted to practice law in California for Atlantis Scientific v Keyhole case venued in

the USDC, N. D. of California.

RESPONSE: Petitioner was admitted Pro Hac Vice.

INTERROGATORY NO. 18. STATE the circumstances under which you were

approached to represent he plaintiff for SALESBRAIN v. TELIGENT case venued in the

USDC, N. District of CALIFORNIA.

RESPONSE: Petitioner objects to this request on the basis that it calls for information

protected by the attorney- client privilege and/or attorney work product doctrine.  

INTERROGATORY NO. 19. STATE the circumstances under which you were

approached to represent he plaintiff for SALESBRAIN v. ANGELVISION

TECHNOLOGIES venued in the USDC, N. District of CALIFORNIA.

RESPONSE: Petitioner objects to this request on the basis that it calls for information

protected by the attorney- client privilege and/or attorney work product doctrine.  

INTERROGATORY NO 20. STATE the circumstances under which you were

approached to represent he plaintiff for ATLANTIS SCIENTIFIC v. KEYHOLE venued in

the USDC, N. District of CALIFORNIA.

RESPONSE: Petitioner objects to this request on the basis that it calls for information

protected by the attorney- client privilege and/or attorney work product doctrine.  

INTERROGATORY NO 21. STATE in detail the instances of the alleged actual

confusion between AVANZADO’s MARK and PLAINTIFF’s MARK.
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RESPONSE: Petitioner is unaware at this time of any actual confusion between

AVANZADO’s MARK and PLAINTIFF’s MARK at this time. 

INTERROGATORY NO. 22. State all facts and identify all evidence on which you rely to

support your contention of the alleged actual confusion between AVANZADO’s MARK

and PLAINTIFF’s Mark.

RESPONSE.  Petitioner is unaware at this time of any actual confusion between

AVANZADO’s MARK and PLAINTIFF’s MARK at this time.

INTERROGATORY NO 23. STATE all facts and identify all evidence on which you rely

to support your contention of the alleged likelihood of confusion between AVANZADO’s

MARK and PLAINTIFF’S MARK.

RESPONSE.  Petitioner objects to this request on the basis that it calls for a legal

argument and conclusion.  Subject to that objection: The marks look the same, sound

the same and have the same meaning.  The trade channels are the same.  The

services are the same. Petitioner’s mark is a strong mark, or was, at least before

Respondent entered the market.  

INTERROGATORY NO. 24 Identify all customers or potential customers of YOU who

have expressed any question, concern or comment regarding any affiliation between

YOU and AVANZADO.

RESPONSE: Petitioner objects to this request on the basis that it calls for information

protected by the attorney- client privilege and/or attorney work product doctrine. 

Petitioner is unaware of any current customers who have expressed any question,

concern or comment regarding any affiliation between Petitioner and Respondent. 

Dated:  June 3, 2014 JAHN & ASSOCIATES, LLC
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_s/Kirstin M. Jahn_______
Kirstin M. Jahn
Petitioner 
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CERTIFICATE OF MAILING

I hereby certify that this correspondence is being emailed on June 3, 2014 (PST)

to the email address below and mailed on June 4, 2014 by United States Post Office

with sufficient postage as first-class mail in an envelope addressed to:

Elaine@avanzadolaw.com

Melvin N.A. Avanzado
1880 Century Park East
Suite 1100
Los Angeles, CA 90067

_s/Kirstin M. Jahn___________
Kirstin M. Jahn
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of the Cancellation for Registration of:  BIG FIRM EXPERIENCE, SMALL
FIRM SERVICE; Registration Number: 4015965; Filing Date: February 1, 2011.

)
Jahn & Associates, LLC )

Petitioner )CANCELLATION NO 92060029

)

v. ) PETITIONER’S RESPONSE

Melvin N.A. Avanzado ) TO RESPONDENT’S SECOND

Respondent. ) SET OF REQUESTS FOR 

________________________________________ ) PRODUCTION

Pursuant to 37 C.F.R. § 2.120 and Rule 34 of the Federal Rules of Civil

Procedure, Petitioner, hereby responds Respondent’s First Set of Requests for

Production of Documents as follows:

GENERAL OBJECTIONS

Petitioner makes the following General Objections in response to each Request

for  Production. 

1. Petitioner objects to each Request to the extent it seeks or calls for

information protected by the attorney-client privilege and or protected by the work-

product doctrine, or subject to any other applicable privilege.

2.  Petitioner objects to each Request to the extent it seeks information that is

neither relevant nor reasonably calculated to lead to the discovery of admissible

evidence.

3. Petitioner objects to each Request to the extent it purports to call for

information not in their possession, custody or control.
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4.  Petitioner objects to the definition of “you” and “your” as being overbroad,

unduly burdensome, vague and ambiguous.

5.  Petitioner objects to each Request to the extent it seeks to impose

requirements and/or obligations inconsistent with and in addition to, the Federal Rules

of Civil Procedure, the Federal Rules of Evidence and/or Rules of this tribunal, and that

are unduly burdensome and oppressive.

7. Discovery is continuing in this action.  Petitioner reserves the right to

supplement and amend its responses to these Requests based on, but not limited to,

information subsequently discovered, inadvertently omitted, or mistakenly stated in

these response.

RESPONSES TO REQUESTS FOR PRODUCTION

Request No. 31: All Documents that support Your contention in Your petition for

cancellation that Avanzado’s Mark caused or causes “actual confusion in the

marketplace.

RESPONSE: Petitioner objects to this request on the basis that it misrepresents the

allegations in the Petition for Cancellation. The petition does not contain language

stating “that Avanzado’s Mark cased or causes ‘actual confusion in the marketplace.’

Request No. 32: All Documents that support Your contention in Your petition for

cancellation that AVNZADO”S MARK caused YOU to suffer irreparable loss.

RESPONSE: Petitioner further objects to this request on the basis that it calls for

information protected by the attorney- client privilege and/or attorney work product

doctrine. Subject to these objections, relevant, non-privileged, non-work product



-3-

documents, if any exist, will be produced.

Request No. 33: All Documents that support Your contention in Your petition for

cancellation that AVNZADO”S MARK caused YOU to suffer damages. Petitioner 

objects to this request on the basis that it calls for information protected by the attorney-

client privilege and/or attorney work product doctrine. Subject to these objections,

relevant, non-privileged, non-work product documents, if any exist, will be produced.

Dated:  June 3, 2015 JAHN & ASSOCIATES, LLC

S/Kirstin M. Jahn

_______________________
Kirstin M. Jahn
Petitioner 
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CERTIFICATE OF MAILING

I hereby certify that this correspondence is being deposited on June 3, 2015 by

United States Post Office with sufficient postage as first-class mail in an envelope

addressed to:

Melvin N.A. Avanzado
1880 Century Park East
Suite 1100
Los Angeles, CA 90067 S/Kirstin M. Jahn

____________________________
Kirstin M. Jahn
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PROOF OF SERVICE 

 
I am employed in the County of Los Angeles, State of California.  I am over the 

age of 18 years and am not a party to the within action.  My business address is 1880 Century 
Park East, Suite 1100, Los Angeles, California 90067.  On the date set forth below, I caused the 
foregoing document(s) described as  

 
EXHIBIT 8-10 TO THE DECLARATION OF RESPONDENT AND DEFENDANT 
MELVIN N.A. AVANZADO IN SUPPORT OF AVANZADO’S MOTION FOR 
SUMMARY JUDGMENT 
 

to be served on the interested parties in this action as follows by placing 
 the original  a true copy thereof enclosed in sealed envelopes addressed as stated below: 

 
Kirstin M. Jahn 
Jahn & Associates, LLC 
1942 Broadway, Suite 314 
Boulder, Colorado 80304 
<kirstin@jahnlaw.com> 

 
 BY MAIL:  I sealed and placed such envelope for collection and mailing to be deposited in 

the mail on the same day in the ordinary course of business at Los Angeles, California.  The 
envelope was mailed with postage thereon fully prepaid.  I am readily familiar with this firm's 
practice of collecting and processing correspondence for mailing.  It is deposited with the 
U.S. Postal Service on that same day in the ordinary course of business. 
 

 BY OVERNIGHT COURIER:  I caused such envelope to be placed for collection and 
delivery on this date in accordance with standard _______________  delivery procedures. 
 

 BY FAX:  In addition to service by mail, I transmitted a copy of the foregoing document(s) 
this date via telecopier to the facsimile numbers shown above. 
 

 BY ELECTRONIC MAIL:  I personally delivered such envelope by electronic mail to the 
addressee(s) shown above. 
 

 BY PERSONAL SERVICE:  I personally delivered such envelope by hand to the 
addressee(s) shown above. 
 

 [State] I declare under penalty of perjury under the laws of the State of California that the 
above is true and correct. 

 
 [Federal] I declare that I am employed in the office of a member of the Bar of this Court at 

whose direction the service was made.  I declare under penalty of perjury that the 
foregoing is true and correct. 

 
Executed on April 22, 2016 at Los Angeles, California. 

 
  

  Elaine W. Yu  
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